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DETAILED ACTION 

Claim Rejections - 35 USC § 101 
35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claims 15-30 are rejected under 35 U.S.C. 101 as not falling within one of the 
four statutory categories of invention. While the claims recite a series of steps or acts to 
be performed, a statutory "process" under 35 U.S.C. 101 must (1) be tied to another 
statutory category (such as a particular apparatus), or (2) transform underlying subject 
matter (such as an article or material) to a different state or thing (Reference the May 
15, 2008 memorandum issued by Deputy Commissioner for Patent Examining Policy, 
John J. Love, titled "Clarification of 'Processes' under 35 U.S.C. 101"). The instant 
claims neither transform underlying subject matter nor positively tie to another statutory 
category that accomplishes the claimed method steps, and therefore do not qualify as a 
statutory process. It is unclear what performs, in electronic form, the decoding, 
generating, and adding steps recited in the method claim. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 



Application/Control Number: 10/524,906 
Art Unit: 2621 



Page 3 



1 . Claim 1 is rejected under 35 U.S.C. 102(e) as being anticipated by Linnartz et al. 
(2002/0150247), (hereinafter referred to as "Linnartz"). 

Regarding claim 1 , Linnartz discloses an apparatus that relates to 
watermark embedding (Linnartz: paragraph 0001). This apparatus comprises 
"decoding a compressed encoded signal during which at least one piece of 
compressed domain information is generated" (Linnartz: figures 2-4; paragraph 
0049, wherein the domain information is the picture type, quantization step, or 
quantization matrix) and "a watermark inserter for generating a watermark signal 
whose strength is derived from the piece of compressed domain information" 
(Linnartz: paragraph 0047). 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

2. Claim 2 is rejected under 35 U.S.C. 103(a) as being unpatentable over Linnartz 
et al. (2002/0150247), (hereinafter referred to as "Linnartz"). 

Regarding claim 2, note the examiners rejection for claim 1, and in 
addition Linnartz discloses "an inverse quantizer, an inverse block transform, a 
motion compensator, and a summer" (Linnartz: paragraphs 0060-0062). 
Although not disclosed, it would have been obvious to include an entropy 
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decoder (Official Notice). Doing so would have been obvious in order to correctly 

receive video from a source. 
3. Claims 3-30 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Linnartz et al. (2002/0150247), (hereinafter referred to as "Linnartz") in view of Wakasu 
(6259801). 

Regarding claim 3, note the examiners rejection for claim 1, and in 
addition, claim 3 differs from claim 1 in that claim 3 further requires a pre- 
generated watermark signal. Wakasu teaches that prior art encoding systems 
have a low detectability factor when using watermarks (Wakasu: column 4, lines 
40-49). To help alleviate this problem, Wakasu discloses "adding a pre- 
generated watermark to the signal" (Wakasu: column 5, lines 40-50). Therefore, 
it would have been obvious to one having ordinary skill in the art at the time the 
invention was made to implement the watermarks taught by Wakasu in order to 
obtain an apparatus that increases detectability of watermarks. 

Regarding claim 4, note the examiners rejection for claim 2, and in 
addition, Wakasu discloses "storing a plurality of pre-generated watermarks" 
(Wakasu: column 5, lines 45-50, wherein the watermark table stores the 
watermarks). 

Regarding claim 5, note the examiners rejection for claims 1-2. 
Regarding claim 6, Linnartz discloses "the domain information is a count 
of the number of coded transform coefficients" (Linnartz: paragraphs 0049-0050, 
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wherein the values of the DCT coefficients would indicate the number of 
coefficients). 

Regarding claim 7, Linnartz discloses "the domain information is provided 
by the inverse quantizer" (Linnartz: paragraph 0049-0050; 0059). 

Regarding claim 8, Linnartz discloses "the domain information are values 
of non-DC coefficients" (Linnartz: paragraph 0050, wherein the values of the 
coefficients would indicate both AC and DC coefficients). 

Regarding claim 9, Linnartz discloses "the domain information is provided 
by the summer" (Linnartz: paragraph 0061 ). 

Regarding claim 10, although not disclosed, it would have been obvious to 
have the domain information be the absolute luminance DC values (Official 
Notice). Doing so would have been obvious in order to provide vital image 
information to the watermark inserter. 

Regarding claim 1 1 , Linnartz discloses "the watermark signal contains a 
unique identifier" (Linnartz: paragraph 0003, wherein the identifier is the copy 
status)" 

Regarding claim 12, Linnartz discloses "the identifier includes information 
regarding a copyright license" (Linnartz: paragraph 0003). 

Regarding claim 13, although not disclosed, it would have been obvious 
for the information to include a device specific indicator (Official Notice). Doing 
so would have been obvious in order to send the data to the correct processing 
system. 
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Regarding claim 14, Linnartz discloses "the signals are compressed using 
MPEG (Linnartz: paragraph 0005). 

Regarding claim 15, note the examiners rejection for claims 1 and 3. 

Regarding claim 16, note the examiners rejection for claim 1 . 

Regarding claim 17, note the examiners rejection for claims 5 and 6. 

Regarding claims 18 and 21, although not disclosed, it would have been 
obvious for the domain information to be the slack or different in luminance DC 
values (Official Notice). Doing so would have been obvious in order to provide 
vital image information to the watermark inserter. 

Regarding claim 19, note the examiners rejection for claims 7 and 8. 

Regarding claim 20, note the examiners rejection for claim 10. 

Regarding claim 22, Linnartz in view of Wakasu disclose "storing the 
watermark signals in a first memory and storing the reference pictures in a 
second memory unit, wherein adding the watermark includes retrieving the 
stored watermark signals from the first memory" (Linnartz: figure 2; Wakasu: 
column 5, lines 40-50). 

Regarding claims 23-25, note the examiners rejection for claims 11-13. 

Regarding claim 26, although not disclosed, it would have been obvious to 
apply a deblocking filter (Official Notice). Doing so would have been obvious in 
order to provide vital image information to the watermark inserter. 

Regarding claim 27, note the examiners rejection for claims 1 and 22. 

Regarding claims 28-30, note the examiners rejection for claims 11-13. 
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Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure: 

US-6647127 11-2003 Aoshimaetal. 

US-2002/01 76496 12-2002 Tapson 
US-71 97073 03-2007 Furuta 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to DAVID CZEKAJ whose telephone number is (571)272- 
7327. The examiner can normally be reached on Mon-Thurs and every other Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mehrdad Dastouri can be reached on (571) 272-7418. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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